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The Japanese language references cited in the information disclosure statement of 23 

August 2006 have been considered with respect to the explanation of these references given in 

the specification, the supplied PCX search report and/or the provided English abstracts. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 

improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3.73(b). 

Claims 1 and 3-10 are rejected on the ground of nonstatutory obviousness-type double 

patenting as being unpatentable over claims 1, 2 and 5 of U.S. Patent No. 6,896,731. Although 
the conflicting claims are not identical, they are not patentably distinct from each other because 
the claims of the patent teach a thin fllm single crystal ZnO doped with a p-type dopant and at 
least one of B, Al, Ga, In, F and CI, which are elements having an incomplete outermost p- 
electron shell. The patented claims teach the film is formed by a deposition method where the 
dopants are added. Since the patented compound and process are identical to claims 1,3,4 and 6 
of this application, the patented compound must inherently be transparent and ferromagnetic. 



Application/Control Number: 10/590,289 Page 3 

Art Unit: 1793 

where the ferromagnetic transition temperature is room temperature or higher and the process 
gives properties of claims 5 and 7-10. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this couuiry, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by U.S. patent 5,169,799 
or U.S. patent 3,203,899. 

U.S. patent 5,169,799 teaches a ZnSe single crystal containing a dopant dissolved therein, 
where the dopant can be Al, CI, Ga, In, P, As, N, F or I, which are elements having an 
incomplete outmost p-electron shell. U.S. patent 3,203,899 teaches single crystals of lead doped 
or dissolved in Group II-VII2 compounds. Lead is an element having an incomplete outmost p- 
electron shell Since the taught compound is identical to that claimed, the taught composition 
must inherently be transparent and ferromagnetic, where the ferromagnetic transition 
temperature is room temperature or higher, absent any showing to the contrary. The reference 
teaches the claimed compound. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Chem abstract 
citation 89:171 165; 1 19:283888 or 133:35648 

These abstracts teach single crystals of MgO doped with Ge (133:35648); single crystal 
doped with Al or Si (1 19: 283888) and single crystals of MgO, SrO or CaO, each doped with one 
of Al, F, CI or Si. The dopant is dissolved in the oxide and Ge, Al, Si, CI and F are elements 
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having an incomplete outmost p-electron shell. Since the taught compounds are identical to that 
claimed, the taught composition must inherently be transparent and ferromagnetic, where the 
ferromagnetic transition temperature is room temperature or higher, absent any showing to the 
contrary. The references teach the claimed compounds. 

Claims 1, 4, 5 and 7-10 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
patent 2,953,529; 3,203,899; 3,462,323; 3,846,191; 3,850,685 or 6,537,369; WO 01/73852 or 
U.S. patent application pubhcation 2002/0089023. 

U.S. patent 6,537,369 is the national stage application for WO 01/73852 and thus is the 
translation for WO 01/73852. 

All of these references teach thin films formed by a deposition process, of single crystals 
containing dopants having an incomplete outmost p-electron shell dissolved there. U.S. patent 
2,953,529 teaches Ge-Si alloys doped with In. U.S. patent 3,462,323 teaches III-V compounds 
doped with a second Group 111 or Group V element and it teaches Mg, Zn, Hg or Cd 
chalogenides doped with a second chalcogenide element. U.S. patent 3,846,191 teaches gallium 
arsenide doped with aluminum. U.S. patent 3,850,685 teaches InSb doped with arsenic. WO 
01/73852 and U.S. patent 6,537,369 teach boron doped silicon germanium carbide. U.S. patent 
application publication 2002/0089023 teaches nitrogen doped metal oxides, where the metal can 
be Sr, Ti, Ba, Ca, Mg, Zr, Li, Na, K, Cs, Rb, Be, Zn, Cd, Hg, Sn and Pb. The taught compounds 
and process are identical to that claimed. Therefore the taught compounds must inherently be 
transparent and ferromagnetic, where the ferromagnetic transition temperature is room 
temperature or higher and the process gives the properties of claims 5 and 7-10, absent any 
showing to the contrary. The references teach the claimed compound and process. 
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Claims 1 and 3-10 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
patent 5,891,243 or 6,527,858 or WO 01/12884. 

Claims 1 and 3-10 are rejected under 35 U.S.C. 102(a) as being anticipated by U.S. patent 
6,896,731. 

U.S. patent 6,896,731 is the national stage application for WO 01/12884 and thus is the 
translation for WO 01/12884. 

All of these references teach thin films formed by a deposition process, of single crystals 

containing dopants having an incomplete outmost p-electron shell dissolved there and either a n- 

type or p-type dopant. WO 01/12884 and U.S. patent 6,896,731 teaches ZnO doped with a p-type 

dopant selected from Li, Na, C and a n-type dopant selected from Zn, H, B, Al, Ga, In, F and CI. 

N, C, Al, B, Ga, In, F and CI are elements having an incomplete outermost p-electron shell. U.S. 

patent 6,527,858 teaches ZnO doped with N (n-type) and Ga (p-type). Both of the dopants have 

an incomplete outmost p-electron shell. U.S. patent 5,891,243 teaches ZnSe doped with N (n- 

type) and In. Both of the dopants have an incomplete outmost p-electron shell. The taught 

compounds and process are identical to that claimed. Therefore the taught compounds must 

inherently be transparent and ferromagnetic, where the ferromagnetic transition temperature is 

room temperature or higher and the process gives the properties of claims 5 and 7-10, absent any 

showing to the contrary. The references teach the claimed compound and process. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday fi-om 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/C. Melissa Koslow/ 
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